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DETAILED ACTION 

Election/Restrictions 

1 . Restriction to one of the following inventions is required under 35 U.S. C. 121: 

I. Claims 1-35, 68, 69, drawn to a chemical composition, classified in class 
507, subclass 261. 

II. Claims 36-67, drawn to a method of removing contaminants from a well, 
classified in class 166, subclass 311. 

The inventions are distinct, each from the other because of the following reasons: 

2. Inventions I and II are related as product and process of use. The inventions can 
be shown to be distinct if either or both of the following can be shown: (1 ) the process 
for using the product as claimed can be practiced with another materially different 
product or (2) the product as claimed can be used in a materially different process of 
using that product (MPEP § 806.05(h)). In the instant case the composition may be 
used in cleaning other than a wellbore. 

3. Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art as shown by their different cliassification, restriction 
for examination purposes as indicated is proper. 

4. During a telephone conversation with George Pinchak on 12/5/05 a provisional 
election was made with traverse to prosecute the invention of I, claims 1-35, 68, 69. 
Affirmation of this election must be made by applicant in replying to this Office action. 
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Claims 36-67 withdrawn from further consideration by the examiner, 37 CFR 1 .142(b), 
as being drawn to a non-elected invention. 

CLAIMS INTERPRETATION 

5. Claims 8-10, 23-25 and 34-35 are only examined with respect to the composition. 
The combination with a treating fluid is an intended use, which is not part of the claimed 
composition. 

Claim Objections 

6. Claims 32-35 are objected to because of the following informalities: There is no 
antecedent basis for "The composition" in the claims or parent claim. Appropriate 
correction is required. 



Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U S C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
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only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

8. Claims 1,7-16, 22-31 and 33-35 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Burlew (6100227). 

Burlew teaches a cleaning composition a polyoxyethylene ethers and alkoxylate 
within the scope of the first and second surfactants, and a sulfonate surfactant within 
the scope of the third surfactant (see column 2, line 42- column 3, line 5 and claim 1). 
The aliphatic alcohol is both a solvent and coupling agent. The methyl pyrrolidinone 
also acts as a solvent. The present invention is thus anticipated by Burlew. 

9. Claims 1 , 7-16, 22-31 and 33-35 are rejected under 35 U.S.C. 102(b) as being 
anticipated by WO/0123703. 

WO 703 teaches a cleaning composition for wells, which comprises an alkyl 
glucoside, and an ethoxylated alcohol within the scope of the first and second 
surfactant, and a quaternary ammonium surfactant which can have an HLB up to 22 
(page 6, line 8 and the claims). Water, alcohols and glycols which are also coupling 
agentsmay be used in the composition (see page 6). In view of the teaching of the first 
paragraph of page 8, such solvent would be within the scope of the present invention. 

10. Claims 1, 7-12,14-16, 22-27, 29-31, 33-35 are rejected under 35 U.S.C. 102(b) 
as being anticipated by Chan (5996692). 

Chan teaches a cleaning composition which comprises an alkyl glucoside and 
ethoxylated alcohol within the scope of the first and second surfactant, and a a sodium 
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salt of an iminopropionic acid which is within the scope of the third surfactant (column 6, 
lines 8-13, and the claims). The alkyl alcohol is a coupling agent and solvent. The 
composition also contains water. The present invention is thus anticipated by Chan. 

11. Claims 31 and 32 are rejected under 35 U.S.C. 102(b) based upon a public use 
or sale of the invention. Diacid H240 was on sale, and is a combination of the diacid in 
claim 32 and a solvent. In claim 31 , "about zero" is used for components a) b) and c), 
and as such zero amounts of these components may be present. 



Claim Rejections - 35 USC § 103 

12. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

13. Claims 1-3, 7-18, 22-31, 33-35, 68 and 69 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Van Slyke (5780407). 

Van Slyke teaches a cleaning composition which comprises a combination of 
surfactants which have a combined HLB value of at least 1 1 , and a least one diluent oil, 
and possibly water (see claim 1 ). Surfactants within the scope of the three surfactants 
of the present invention may be combined to form a surfactant with the HLB of at least 
1 1 . See column 7, line 28 - column 8, line 62). Van Slyke differs in that a specific 
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combination within the scope of the present invention is not exemplified. However, it 
would be obvious to one of ordinary skill in the art to use a mixture of the surfactants 
having values within the scope of the present invention, particularly in view of the 
teaching of the claims, for using surfactants from each category. The plant oils, 
carboxylic acids and alcohols, may act as coupling agents and solvents within the scope 
of the present invention. 

14. Claims 4-6 and 19-21 objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Philip C. Tucker whose telephone number is 571-272- 
1095. The examiner can normally be reached on Monday - Friday, Flexible schedule. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on 571-272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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Primary Examiner 
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